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DETAILED ACTION 
Substitute Specification 

1 . Although applicants indicated that they submitted a substitute specification with marked- 
up version (see transmittal letter filed on July 19, 2004), the examiner could not locate a 
substitute specification with marked-up version. According to 37 CFR 1.125 (c), the substitute 
specification filed on April 19, 2004 has not been entered. In order to speed prosecution, the 
restriction below is based on the claims in the substitute specification and applicant is required to 
submit a substitute specification with marked-up version in response to this office action. 

Election/Restrictions 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-26, 124, 125, and 136, drawn to a method for producing a molecular 
array, classified in class 435, subclass 287.2. 

II. Claims 27, 105, 117-121, 124, 125, and 136, drawn to a molecular assay (claims 
27, 105, 124, 125, and 136) and a biosensor comprising a molecular assay (claims 
117- 121, 124, 125, and 136), classified in class 536, subclass 23.1. 

III. Claims 28-54, 96, 97, 124, 125, and 136, drawn to use of a molecular array in a 
method of identifying one or more target molecules in a sample, classified in class 
435, subclass 6. 

IV. Claims 55-59, 76-81, 96, 97, 124, 125, and 136, drawn to a method for typing 
single nucleotide polymorphisms (SNPs) and mutations in nucleic acids, 
classified in class 435, subclass 6. 
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V. Claims 60-66, 96, 97, 124, 125, and 136, drawn to a method for determining the 
complete or partial sequence of a target nucleic acid, classified in class 435, 
subclass 6. 

VI. Claims 67-70, 96, 97, 124, 125, and 136, drawn to a method for determining the 
number of sequence repeats in a sample of nucleic acid, classified in class 435, 
subclass 6. 

VII. Claims 71-75, 96, 97, 124, 125, and 136, drawn to a method for analyzing the 
expression of one or more genes in a sample, classified in class 435, subclass 6. 

VIII. Claims 82-86, 96, 97, 124, 125, and 136, drawn to a method for obtaining allele 
frequencies by single molecule counting of pooled DNA, classified in class 435, 
subclass 6. 

IX. Claims 87-97, 124, 125, and 136, drawn to a method for determining the complete 
or partial sequence of a target nucleic acid, classified in class 435, subclass 6. 

X. Claims 98-101, drawn to a method for determining the complete or partial 
sequence of a target nucleic acid, classified in class 435, subclass 6. 

XL Claims 102-104,124, 125, and 136, drawn to a method for arraying a plurality of 
nucleic acid molecules, classified in class 435, subclass 287.2. 

XII. Claims 106-1 16, 122-125, and 136, drawn to a method for identifying and/or 
characterizing one or more molecules of a plurality of molecules present in a 
sample, classified in class 435, subclass 6. 

XIII. Claims 126-136, drawn to a method for determining haplotypes by probing single 
molecules immobilized on a solid phase in a spatially addressable manner (claims 
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126 and 127) and a method for haplotyping (claims 128-136), classified in class 
435, subclass 6. 

3. The inventions are distinct, each from the other because of the following reasons: 

Groups I and IE to XIII and Group II are distinct and independent inventions in that they 
are directed to different methods and a product. As a result, different and distinct searches will 
have to be performed. For example, the search required for Groups I and III to XIII such as the 
method steps in the independent claims of Groups I and in to XIII is not required for Group II. 

Group I and Groups III to XIII are distinct and independent inventions in that they are 
directed to methods which comprise different method steps. As a result, different and distinct 
searches will have to be performed. For example, the search required for Group I such as 
producing a molecular array in claim 1 is not required for Groups III to XIII while the search 
required for Group III such as identifying one or more target molecules in a sample in claim 28, 
the search required for Group IV such as typing single nucleotide polymorphisms (SNPs) and 
mutations in nucleic acids in claim 55, the search required for Groups V, IX, and X such as 
determining the complete or partial sequence of a target nucleic acid in claims 60, 87, and 98, the 
search required for Group VI such as determining the number of sequence repeats in a sample of 
nucleic acid in claim 67, the search required for Group VII such as analyzing the expression of 
one or more genes in a sample in claim 71, the search required for Group VIII such as obtaining 
allele frequencies by single molecule counting of pooled DNA in claim 82, the search required 
for Group XI such as step (iii) of claim 102, the search required for Group XII such as 
identifying and/or characterizing one or more molecules of a plurality of molecules present in a 
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sample in claim 106, and the search required for Group XHI such as determining haplotypes in 
claim 126 is not required for Group I. 

Group IQ and Groups IV to XIII are distinct and independent inventions in that they are 
directed to methods which comprise different method steps. As a result, different and distinct 
searches will have to be performed. For example, the search required for Group in such as 
identifying one or more target molecules in a sample in claim 28 is not required for Groups IV to 
XIII while the search required for Group IV such as typing single nucleotide polymorphisms 
(SNPs) and mutations in nucleic acids in claim 55, the search required for Groups V, IX, and X 
such as determining the complete or partial sequence of a target nucleic acid in claims 60, 87, 
and 98, the search required for Group VI such as determining the number of sequence repeats in 
a sample of nucleic acid in claim 67, the search required for Group VII such as analyzing the 
expression of one or more genes in a sample in claim 71, the search required for Group VIII such 
as obtaining allele frequencies by single molecule counting of pooled DNA in claim 82, the 
search required for Group XI such as step (iii) of claim 102, the search required for Group XII 
such as identifying and/or characterizing one or more molecules of a plurality of molecules 
present in a sample in claim 106, and the search required for Group XIII such as determining 
haplotypes in claim 126 is not required for Group III. 

Group IV and Groups V to XIII are distinct and independent inventions in that they are 
directed to methods which comprise different method steps. As a result, different and distinct 
searches will have to be performed. For example, the search required for Group IV such as 
typing single nucleotide polymorphisms (SNPs) and mutations in nucleic acids in claim 55 is not 
required for Groups V to XIII while the search required for Groups V, IX, and X such as 
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determining the complete or partial sequence of a target nucleic acid in claims 60, 87, and 98, the 
search required for Group VI such as determining the number of sequence repeats in a sample of 
nucleic acid in claim 67, the search required for Group VII such as analyzing the expression of 
one or more genes in a sample in claim 71, the search required for Group VIII such as obtaining 
allele frequencies by single molecule counting of pooled DNA in claim 82, the search required 
for Group XI such as step (iii) of claim 102, the search required for Group XII such as 
identifying and/or characterizing one or more molecules of a plurality of molecules present in a 
sample in claim 106, and the search required for Group XIII such as determining haplotypes in 
claim 126 is not required for Group IV. 

Groups V, IX, and X and Groups VI to VIII, and XI to XIII are distinct and independent 
inventions in that they are directed to methods which comprise different method steps. As a 
result, different and distinct searches will have to be performed. For example, the search required 
for Groups V, IX, and X such as determining the complete or partial sequence of a target nucleic 
acid in claims 60, 87, and 98 is not required for Groups VII, VIII, and XI to XIII while the search 
required for Group VI such as determining the number of sequence repeats in a sample of nucleic 
acid in claim 67, the search required for Group VII such as analyzing the expression of one or 
more genes in a sample in claim 71, the search required for Group VIII such as obtaining allele 
frequencies by single molecule counting of pooled DNA in claim 82, the search required for 
Group XI such as step (iii) of claim 102, the search required for Group XII such as identifying 
and/or characterizing one or more molecules of a plurality of molecules present in a sample in 
claim 106, and the search required for Group XIII such as determining haplotypes in claim 126 is 
not required for Groups V, IX, and X. 
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Group V and Groups DC and X are distinct and independent inventions in that they are 
directed to methods which comprise different method steps. As a result, different and distinct 
searches will have to be performed. For example, the search required for Group V such as step e) 
of claim 60 is not required for Groups DC and X while the search required for Groups DC and X 
such as step (ii) of claims 87 and 98 is not required for Group V. 

Group VI and Groups VII to Xm are distinct and independent inventions in that they are 
directed to methods which comprise different method steps. As a result, different and distinct 
searches will have to be performed. For example, the search required for Group VI such as 
determining the number of sequence repeats in a sample of nucleic acid in claim 67 is not 
required for Groups VII to XIII while the search required for Group VII such as analyzing the 
expression of one or more genes in a sample in claim 71, the search required for Group VIII such 
as obtaining allele frequencies by single molecule counting of pooled DNA in claim 82, the 
search required for Groups DC and X such as determining the complete or partial sequence of a 
target nucleic acid in claims 87 and 98, the search required for Group XI such as arraying a 
plurality of nucleic acid molecules in claim 102, the search required for Group XII such as 
identifying and/or characterizing one or more molecules of a plurality of molecules present in a 
sample in claim 106, and the search required for Group XIII such as determining haplotypes in 
claim 126 is not required for Group VI. 

Group VII and Groups VIII to XIII are distinct and independent inventions in that they 
are directed to methods which comprise different method steps. As a result, different and distinct 
searches will have to be performed. For example, the search required for Group VII such as 
analyzing the expression of one or more genes in a sample in claim 71 is not required for Groups 



Application/Control Number: 10/664,000 Page 8 

Art Unit: 1634 

VIE to XIII while the search required for Group VIE such as obtaining allele frequencies by 
single molecule counting of pooled DNA in claim 82, the search required for Groups DC and X 
such as determining the complete or partial sequence of a target nucleic acid in claims 87 and 98, 
the search required for Group XI such as step (iii) of claim 102, the search required for Group 
XII such as identifying and/or characterizing one or more molecules of a plurality of molecules 
present in a sample in claim 106, and the search required for Group XIII such as determining 
haplotypes in claim 126 is not required for Group VII. 

Group VIII and Groups IX to XIII are distinct and independent inventions in that they are 
directed to methods which comprise different method steps. As a result, different and distinct 
searches will have to be performed. For example, the search required for Group VIII such as 
obtaining allele frequencies by single molecule counting of pooled DNA in claim 82 is not 
required for Groups IX to XIII while the search required for Groups IX and X such as 
determining the complete or partial sequence of a target nucleic acid in claims 87 and 98, the 
search required for Group XI such as step (iii) of claim 102, the search required for Group XII 
such as identifying and/or characterizing one or more molecules of a plurality of molecules 
present in a sample in claim 106, and the search required for Group XIII such as determining 
haplotypes in claim 126 is not required for Group VIII. 

Groups IX and X and Groups XI to XIII are distinct and independent inventions in that 
they are directed to methods which comprise different method steps. As a result, different and 
distinct searches will have to be performed. For example, the search required for Groups IX and 
X such as determining the complete or partial sequence of a target nucleic acid in claims 87 and 
98 is not required for Groups XI to XIII while the search required for Group XI such as arraying 
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a plurality of nucleic acid molecules in claim 102, the search required for Group XII such as 
identifying and/or characterizing one or more molecules of a plurality of molecules present in a 
sample in claim 106, and the search required for Group XIII such as determining haplotypes in 
claim 126 is not required for Group IX and X. 

Groups IX and X are distinct and independent inventions in that they are directed to 
methods which comprise different method steps. As a result, different and distinct searches will 
have to be performed. For example, the search required for Group IX such as step (iv) 
in claim 87 is not required for Group X and the search required for Group X such as step (iv) in 
claim 98 is not required for Group IX. 

Group XI and Groups XII and XIII are distinct and independent inventions in that they 
are directed to methods which comprise different method steps. As a result, different and distinct 
searches will have to be performed. For example, the search required for Group XI such as 
arraying a plurality of nucleic acid molecules in claim 102 is not required for Groups XII and 
XIII while the search required for Group XII such as identifying and/or characterizing one or 
more molecules of a plurality of molecules present in a sample in claim 106, and the search 
required for Group XIII such as determining haplotypes in claim 126 is not required for Group 
XI. 

Groups XII and XIII are distinct and independent inventions in that they are directed to 
methods which comprise different method steps. As a result, different and distinct searches will 
have to be performed. For example, the search required for Group XII such as identifying and/or 
characterizing one or more molecules of a plurality of molecules present in a sample in claim 
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106 is not required for Group XIQ while the search required for Group XIII such as determining 
haplotypes in claim 126 is not required for Group XII 

Because these inventions are independent or distinct for the reasons given above and 
have acquired a separate status in the art because of their recognized divergent subject matter, 
restriction for examination purposes as indicated is proper. 

Priority 

4. Acknowledgment is made of applicant's claim for foreign priority based on two 
applications (GB0106635.6 and GB01 1 18876.6) filed in United Kingdom on March 16, 2001 
and August 2, 2001 . It is noted, however, that applicant has not filed a certified copy of these 
application as required by 35 U.S.C. 1 19(b). 

5. Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1600 via the PTO Fax Center. The faxing of 
such papers must conform with the notices published in the Official Gazette, 1096 OG 30 
(November 15, 1988), 1 156 OG 61 (November 16, 1993), and 1 157 OG 94 (December 28, 
1993)(See 37 CAR § 1.6(d)). The CM Fax Center number is (571)273-8300. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frank Lu, Ph.D., whose telephone number is (571)272-0746. 
The examiner can normally be reached on Monday-Friday from 9 A.M. to 5 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla, can be reached on (571)272-0735. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to (571) 272-0547. 



July 7, 2006 /masl 




PRIMAL 



